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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a.reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to connmunication(s) filed on 30 April 2002 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) 1-12 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 13-19 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) K Claim(s) 1-19 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) Q The proposed drawing correction filed on is: a)\3 approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received, 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) ^ Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other: 
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Non-Final Rejection 



Election/Restrictions 

1. Applicant's election without traverse of Group II clairas 13-19 in Paper No. 5 
filed on 04/30/2002 is acknowledged. 

Claim ReJecUons - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States. 

2. Claims 13-16, and 18 are rejected under 35 U. S. C. 102 (b) being anticipated 
by Frees et al (US 5,905,608). 

With regard to claim 13-16 and 18, Frees et al shows a disc drive in Fig. 2 
having an actuator 76 (Column 4, line 10). 

Claims 13-16 and 18 are "product by process" claims. A "product by process" 
claim is directed to the product per se, no matter how actually made, see In re Hirao, 
190 USPQ 15 at 17 (footnote 3 CCPC, 5/27/76); In re Brown, 173 USPQ 685 (CCPA 
5/18/72); In re Luck, 177 USPQ 523 (CCPA, 4/26/73); In re Fessmann, 180 USPQ 
324 (CCPA, 1/10/74); In re Thorpe, 227 USPQ 964 (CAFC, 11/21/85). The 
patentability of the final product in a "product by process" claim must be determined 
by the product itself and not the actual process and an old or obvious product 
produced by a new method is not patentable as a product, whether claimed in 
"product by process" claims or not. Therefore, no weight in determining the 
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patentability will be given to the process portion with the manufacturing steps in the 
related claims. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 13 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Yaeger (US 6,377,424) in view of Applicant Admitted Prior Art (AAPA). 

With regard to claims 13 and 17; Yaeger shows a disc drive (Fig. 2) having an 
actuator (support arm) 132 (Fig. 4; column 4, line 56), but does not show that the 
peripheral surface of the actuator having an accuracy of 0.010 inches or less. 

AAPA shows in Specification p. 10, lines 6-7: "Prior art extrusion and casting 
process have profile tolerances of 0.010 inches to 0.020 inches." 

It would have been obvious at the time the invention was made to one of 
ordinary skill in the art to expect that in Yaeger's disc drive the peripheral surface of 
the actuator having an accuracy of 0.01 inches. The rationale is as follows: Yaeger 
teaches that the actuator 132 can be made by casting (Column 4, lines 58-61), AAPA 
teaches that the prior art casting process have profile tolerances of 0.010 inches. One 
of ordinary skill in the art would have been motivated by AAPA's teaching to expect 
that in Yaeger's disc drive the peripheral surface of the actuator has an accuracy of 
0.010 inches. 
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4. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yaeger 
in view of Nikolovski (US 6,269,700). 

With regard to claim 19, Yaeger shows a disc drive in Fig. 2 including: a disc 
102 rotatable about a center axis; actuator means 130 supporting and actuating a 
transducer 104 (Fig. 3; column 6, line 33) relative to the disc and having a peripheral 
surface with a desired profile dimension within an inherent tolerance. 

Yaeger does not show that the profile dimension with a tolerance is defined for 
limiting variation in resonance characteristics of the actuator means. 

Nikolovski teaches that for a mechanical element as all other physical 
parameters are fixed, the resonance frequencies are determined by the dimension of 
the element (Column 5, lines 40-42). 

It would have been obvious at the time the invention was made to one of 
ordinary skill in the art to find that the profile dimension, with a tolerance defined for 
limiting variation in resonance characteristics of the actuator means. The rationale is 
as follows: Nikolovski teaches that for a mechanical element as all other physical 
parameters are fixed, the resonance frequency, which is the main resonance 
characteristic, is determined by the dimension of the element; therefore, an element 
having a profile dimension D would have a corresponding resonance frequency Fo(D). 
And as a industrial product, manufacturer has always set a tolerance ±d for the profile 
dimension D of the element; this leads to an upper frequency F+(D+d) and a lower 
frequency F-(D-d); then the variation of the resonance frequency would be: 

AF = F^(D+d) - R(D-d), 
which is defined by the profile dimension tolerance ±d. One of ordinary skill in the art 
would have been motivated by Nikolovski's teaching to find that the profile dimension 
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with a tolerance always limits the variation in resonance characteristics of the 
actuator means. 

Claim 19 is a "product by process" claim. As stated above, no weight in 
determining the patentability will be given to the process related limitation "which is 
machined to" in this claim. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US005905608A to Frees et al shows an actuator with resonance frequencies. 

US00641 1472B1 to Allsup show a tolerance ring for damping resonance. 

US006088194A to Imaino et al shows resonant frequencies. 

US004949194A to MacPherson et al shows a support arm with accuracy of 50 

microns. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Tianjie Chen whose telephone number is (703) 305- 
7499. The examiner can normally be reached on 8:00-4:30, Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa Thi Nguyen can be reached on (703) 305-9687. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
(703) 872-9314 for regular communications and After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 
306-0377. 
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